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Filing date: 02/01/2023

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party has filed a petition to cancel the registration indicated below.

Petitioner information

Name H LEE MOFFIT CANCER CENTER & RESEARCH INSTITUTE INC.
Entity Corporation Citizenship Florida
Address 12902 MAGNOLIA DRIVE

TAMPA, FL 33612
UNITED STATES

Attorney informa- | LISA C. PAVENTO

tion MEUNIER CARLIN & CURFMAN LLC

999 PEACHTREE STREET NE

SUITE 1300

ATLANTA, GA 30309

UNITED STATES

Primary email: litdocketing@mcciplaw.com

Secondary email(s): Ipavento@mcciplaw.com, mgabanic@mcciplaw.com
No phone number provided

Docket no. 10110-817AGR

Registration subject to cancellation

Registration no. 6679774 | Registration date | 03/22/2022
Register Principal
Registrant eSports Play LLC

2255 GLADES ROAD, SUITE 221 A
BOCA RATON, FL 33431
UNITED STATES

Goods/services subject to cancellation

Class 009. First Use: Feb 8, 2020 First Use In Commerce: Feb 8, 2020

All goods and services in the class are subject to cancellation, namely: Computer programs for video
and computer games; computer keyboard controllers, computer keyboards, computer mice, decorat-
ive magnets, eyewear, namely, sunglasses, eyeglasses and ophthalmic frames and cases therefor;
headphones, headsets for use with computers, mouse pads, protective covers, cases, and sleeves
for cell phones, laptops, tablet computers, and portable media players, protective eyewear, straps for
cellular phones

Class 018. First Use: Mar 27, 2020 First Use In Commerce: Mar 27, 2020

All goods and services in the class are subject to cancellation, namely: Backpacks, backpacks with
rolling wheels, all-purpose carrying bags, bags for use in road travel, bags with rolling wheels, courier
bags, duffle bags, handbags, luggage tags included in this class, luggage label holders included in
this class, messenger bags, school bags, canvas shopping bags, tote bags, travel bags, wallets

Class 025. First Use: Feb 8, 2020 First Use In Commerce: Feb 8, 2020
All goods and services in the class are subject to cancellation, namely: Clothing, namely, baseball



https://estta.uspto.gov

caps, bathrobes, beanies, caps, masquerade costumes, costumes for use in children' s dress up
play, footwear, hats, headwear, jackets, loungewear, mittens, pajamas, pants, shirts, shoes, shorts,
sleep pants, socks, sweaters, sweatshirts, swimwear, t-shirts, underwear, wristbands

Class 041. First Use: Dec 6, 2017 First Use In Commerce: Dec 6, 2017

All goods and services in the class are subject to cancellation, namely: Entertainment services in the
nature of organizing and conducting organized multiplayer video-game competitions rendered live at
indoor and outdoor venues and through the media of radio, television, and the Internet; providing a
website featuring entertainment news and information in the field of electronic sports and video
games; providing temporary use of on-line non-downloadable video game software for consumer use
to upload, share, preview and/or publish video game content, music and related files; entertainment
services, namely, organizing exhibits composed of interactive displays, participatory activities and
contests centered around video gaming; entertainment services, namely, live performances by video
game players; entertainment services, namely, providing online non-downloadable videos featuring
games being played by others; organizing electronic sports and video gaming leagues; production of
television and global computer communications programs and network broadcast programs featuring
news highlights, electronic sports and video game contests, games, tournaments, exhibitions, com-
petitions and events; providing a web-based system and on-line portal for gamers to participate in on-
line gaming, operation and coordination of game tournaments, leagues and tours for computer game
playing purposes; providing online news, information and commentary in the fields of electronic
sports, video gaming, video games, and video game players

Grounds for cancellation

Priority and likelihood of confusion Trademark Act Sections 14(1) and 2(d)

Dilution by tarnishment Trademark Act Sections 14(1) and 43(c)

Marks cited by petitioner as basis for cancellation

U.S. registration 2487525 Application date 10/10/2000

no.

Register Principal

Registration date | 09/11/2001 Foreign priority NONE
date

Word mark M




Design mark

Description of
mark

NONE

Goods/services

Class 016. First use: First Use: Dec 31, 1986 First Use In Commerce: Dec 31,
1986

Printed material, namely newsletters and educational brochures relating to can-
cer protection, prevention, detection and treatment

Class 041. First use: First Use: Dec 31, 1987 First Use In Commerce: Dec 31,
1987

Educational services, namely, conducting classes, seminars and workshops in
the field of cancer protection, prevention, detection and treatment

Class 042. First use: First Use: Dec 31, 1986 First Use In Commerce: Dec 31,
1986

Medical services; medical counseling, medical testing; medical research; tele-

phone hot line counseling , namely offering advice regarding cancer prevention,
detection, treatment, research and community resources

U.S. registration 3671302 Application date 02/22/2008

no.

Register Principal

Registration date | 08/25/2009 Foreign priority NONE
date

Word mark

MOFFITT CANCER CENTER M

Design mark

MOFFITT

CANCER CENTER

Description of
mark

NONE




Goods/services

Class 016. First use: First Use: Nov 30, 2007 First Use In Commerce: Nov 30,
2007

Publications, namely, printed instructional and teaching materials, brochures,
pamphlets, bulletins, newsletters and magazines, all in the field of health care,
cancer protection, prevention, detection and treatment, medical diagnostics and
prognostics and the evaluation and testing of drug and treatment effectiveness
relating to cancer and other diseases

Class 041. First use: First Use: Nov 30, 2007 First Use In Commerce: Nov 30,
2007

Medical educational services, namely, conducting lectures, seminars and work-
shops to health care practitioners, patients and patient caregivers in the field of
health care, cancer care and prevention of cancer, and medical diagnostics, pro-
gnostics and the evaluation of drug and treatment effectiveness relating to can-
cer and other diseases

Class 042. First use: First Use: Dec 31, 2007 First Use In Commerce: Dec 31,
2007

Providing an online database and depository for the collection of clinical and mo-
lecular data derived from a patient that is accessible by physicians, patients and
researchers, namely, an online database in the field of human clinical and mo-
lecular data accumulation and analysis for aiding medical diagnostics, pro-
gnostics and the evaluation and testing of drug and treatment effectiveness re-
lating to cancer and other diseases for research purposes; medical and clinical
research resources in the field of cancer and other diseases, namely, providing
data regarding tumor-specific molecular signatures and the effectiveness of a
drug and/or diagnostic test for research purposes; medical and clinical research
resources in the field of cancer and other diseases, namely, providing evidence-
based treatment protocols by effectively comparing standard treatment therapies
with clinical outcomes for research purposes; medical research services consist-
ing of collection and analysis of data in the field of human clinical and molecular
data for aiding medical diagnostics, prognostics and the evaluation and testing
of drug and treatment effectiveness relating to cancer and other diseases,
namely, matching particular patients to a particular drug, treatment, therapy or
clinical trial by the specific molecular signature of the patient; collection and ana-
lysis of data services in the field of human clinical and molecular data accumula-
tion and analysis for research assistance for medical diagnostics, prognostics
and the evaluation and testing of drug and treatment effectiveness relating to
cancer and other diseases, namely, providing objective data in usable form on
the effectiveness of a drug or diagnostic test

Class 044. First use: First Use: Nov 30, 2007 First Use In Commerce: Nov 30,
2007

Providing health care, medical information and counseling in the field of cancer;
providing medical screening and diagnostic services with use of patient scan-
ning equipment; providing an online computer database featuring medical in-
formation in the field of human clinical and molecular data accumulation and
analysis for aiding medical diagnostics, prognostics and the evaluation and test-
ing of drug and treatment effectiveness; medical services, namely, cancer care
and prevention of cancer, and medical diagnostics, prognostics and evaluation
of drug and treatment effectiveness relating to cancer and other diseases; med-
ical counseling; telephone hot line counseling, namely, offering advice regarding
cancer prevention, detection, treatment and clinical testing in the field of cancer
and other diseases

U.S. registration 4304518 Application date 06/22/2012

no.

Register Principal

Registration date | 03/19/2013 Foreign priority NONE
date




Word mark

M MOFFITT PARTNER

Design mark

Description of
mark

The mark consists of The letter "M" enclosed in a circle (open at the bottom)
with the long lines of the "M" extending into the circle at the bottom; the words
"MOFFITT" and "PARTNER" are to the right of the "M" with "MOFFITT" above
"PARTNER".

Goods/services

Class 044. First use: First Use: Jan 2, 2012 First Use In Commerce: Jan 2, 2012

Medical services, namely, prevention, diagnosis, and treatment of oncology-re-
lated diseases

Attachments
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Exhibit A.pdf(580997 bytes )

Exhibit B.pdf(689650 bytes )

Exhibit C.pdf(2325958 bytes )

Signature

/Alexander M. Gabanic/

Name

Alexander M. Gabanic

Date

02/01/2023




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re U.S. Registration No. 6,679,774
For the mark:

Date registered: March 22, 2022
Serial N0.87/640,170

____________________________________ X
H LEE MOFFIT CANCERCENTER &
RESEARCHINSTITUTE INC.

Petitioner, Cancellation No.

V.

ESPORTS PLAY LLC

Registrant.
____________________________________ X

PETITION TO CANCEL

Petitioner H. Lee Moffitt Cancer Center & Research Institute [fiMoffitt” or

“Petitioner”), believes that it will be damaddy the continued registration of the following “M”

and design mark depictedn Registration No. 6,679,7{4Registrant’s



Mark™), which wasregistered to eSports Play LLC on March 22, 2@2Mternational Classes
9, 18, 25, and 41.ddtionertherefore seeks cancellation of said registration pursuant to 15
U.S.C. § 1064 and 15 U.S.C. 1125(c).

The grounds for cancellation are as follows:

THE PARTIES

1. Petitioner Moffitt, is a notfor-profit corporation organized and existing under the
laws of the State of Florida having an address of 12902 Magnolia Drive Tampa, Florida 33612.

2. On information and belief, eSports Play is the owner of U.S. Trademark

Registration No. 6,679,774 for the me_ as depicted therein.

3. Registrant, eSporRay LLC (“eSportsPlay” or “Registrant”), on information
andbelief, is alimited liability companyorganizedunderthe lawsof the State oDelaware \ith
anaddressof 2255 Glade®oad, Suit€21 ABocaRaton, Florida33431

4. The correspondence information for eSports Play provided in TSDR is:

Jaime Rich Vining
Friedland Vining, P.A.
9100 S. Dadeland Blvd., Suite 1620
Miami, FLORIDA UNITED STATES 33156
trademarks@friedlandvining.cQ@RV @friedlandvining.com
DKF@friedlandvining.com

STATEMENT OF FACTS

5. Since 1986, Moffitt has been fighting to prevent and cure cancer and other diseases.

6. Moffitt's position within an elite group of cancer centers has been recogbyzed


mailto:trademarks@friedlandvining.com
mailto:JRV@friedlandvining.com
mailto:DKF@friedlandvining.com

the National Cancer Institute (“NCI”) which designated Moffitt as a NGh@ehensive Cancer
Center. This designation acknowledges Moffitt's scientific excellence dsasvéb strength in
cancer research, education, training and community outrdacfiitt has been so recognized for
over tventyyears.

7. Moffitt hasbeen using the below Resign Markextensively and continuously on

a nationwide basis to distinguish its various goods and seffeiceserthirty-five years.

8. Moffitt hasused Moffitt's M Design Mark on-shirtssold and distributed in the

(Moffitt's M Design Mark”).

U.S.since at least as early 2811, without abandonment.

9. In addition to its common law rights in the Moffitt Design Markdiscussed aboye
Moffitt is the avner of Federal Registrations on the Principal Register for the Moffitt MgDesi
Mark and other marks that include the Moffitt M Design Mark (all common law and figdera
registered marks described above and below are collectively referred to her&ifMOEFITT
Marks”). More specifically, Moffitt owns the following registrations, each bfoh is valid and
subsisting:

a. Federal Registration No. 2,487,525

Date Registered:September 11, 2001

Mark:
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Goods:

Services:

Printed material, namely newsletters amducational brochures
relating to cancer protection, prevention, detection and treatment.

Educational services, namely, conducting classes, seminars and
workshops in the field of cancer protection, prevention, detection
and treatment.

Medical services; medical counseling, medical testing; medical

research; telephone hot line counseling, namely offering advice

regarding cancer prevention, detection, treatment, research and
community resources.

b. Federal Registration No. 3,671,302 (the ftbM Design Mark and “Moffitt
Cancer Center”)

Mark:

MOFFITT (&

CANCER CENTER

Date Registered: August 25, 2009

Goods:

Services:

Publications, namely, printed instructional and teaching materials,
brochures, pamphlets, bulletins, newsletters and magazines, all in
the field of health carecancer protection, prevention, detection and
treatment, medical diagnostics and prognostics and the evaluation
and testing of drug and treatment effectiveness relating to cancer and
other diseases.

Medical educational services, namely, conducting lectures,
seminars and workshops to health care practitioners, patients and
patient caregivers in the field of health care, cancer care and
prevention of cancer, and medical diagnostics, prognostics and the
evaluation of drug and treatment effectiveness relating to cancer and
other diseases.

Providing an online database and depository for the collection of
clinical and molecular data derived from a patient that is accessible
by physicians, patients and researchers, namely, an online database
in the ield of human clinical and molecular data accumulation and
analysis for aiding medical diagnostics, prognostics and the
evaluation and testing of drug and treatment effectiveness relating
to cancer and other diseases for research purposes; medical and
clinical research resources in the field of cancer and other diseases,
namely, providing data regarding tunspecific molecular
signatures and the effectiveness of a drug and/or diagnostic test for

4
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research purposes; medical and clinical research resourties in
field of cancer and other diseases, namely, providing evidence
based treatment protocols by effectively comparing standard
treatment therapies with clinical outcomes for research purposes;
medical research services consisting of collection and agadysi
data in the field of human clinical and molecular data for aiding
medical diagnostics, prognostics and the evaluation and testing of
drug and treatment effectiveness relating to cancer and other
diseases, namely, matching particular patients to aplart drug,
treatment, therapy or clinical trial by the specific molecular
signature of the patient; collection and analysis of data services in
the field of human clinical and molecular data accumulation and
analysis for research assistance for mediegrbstics, prognostics
and the evaluation and testing of drug and treatment effectiveness
relating to cancer and other diseases, namely, providing objective
data in usable form on the effectiveness of a drug or diagnostic test.

Providing health care, medical information and counseling in the
field of cancer; providing medical screening and diagnostic services
with use of patient scanning equipment; providing an online
computer database featuring medical information in the field of
human clinical and metular data accumulation and analysis for
aiding medical diagnostics, prognostics and the evaluation and
testing of drug and treatment effectiveness; medical services,
namely, cancer care and prevention of cancer, and medical
diagnostics, prognostics and evaluation of drug and treatment
effectiveness relating to cancer and other diseases; medical
counseling; telephone hot line counseling, namely, offering advice
regarding cancer prevention, detection, treatment and clinical
testing in the field of cancer and other diseases.

c. Federal Registration No. 4,304,518 (the Moffitt M Design Mark and “Moffitt

o o) MOFFITT

Date Registered:March 19, 2013

Mark:

Services: Medical services, namely, prevention, diagnosis, and treatment of
oncologyrelateddiseases.

As proof of status and title, attached as ExkiBitC hereto and incorporated by reference herein
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are true and correct copies of the foregaiegificates of registratioanda printout of current
status and ti¢ for each registration as assed from the USPTO TSDR.

10.  TheMoffitt M Design Markis a fundamental and root element of certain corporate
marks used by Mditt for a wide range of healtrelated goods and serviceSuch services are
promoted in a manner that creates a family of &i“M” marks, each of which indicate Moffitt
as the source of such heaitated services.

11.  Moffitt has expended significant funds and made significant efforts to promote
and advertise Moffitt's various goods and services, identifiegidoi otthe MOFFITT Marks,
and specificallythe Moffitt M Design Mark

12.  Through such efforts and expenditures, and in combination with its high quality,
nationallyrecognized medicaervices, Moffitt has developed a prominent reputation and status,
and acquired substantial goodwill in the Moffitt M Design Mark throughout the entiredUnite
States for a broad range of goods asexvicesincluding those recited abavéMoffitt's M
Design Mark and the other marks shown hereinabove are strong and distinctive socaterdi
for healthrelated serviceand goods.

13. By reason of the use, advertising and promotioReaditionersMOFFITT Marks
throughout the United States on and in connection with Moffitt's goods and services described
above and its corporate affiliatemd licensees, each of the MOFFITT Marks besome
famous and distinctive and has acquired special and particular significance and waijeval
goodwill as identifying Petitioner and its goods and services in the country.

14.  Accordingly,each othe MOFFITT Marks, including the coréoffitt M Design
Mark, haveobtainedrecognizable famboth in Florida, where the company is basedwell as

in the remainder of the United States



15.  Notwithstanding Moffitt's rights in the MOFFITT Marks, on or about October 10,

2017,eSports Playiled an intent to usdsased trademark application with the United States

Trademark Office (assigned Application Serial No. 87/640,170) seeking registrbictytized

“M” design shown below for the goods and services shown below:

Goods:

Services:

Class 9: Computer programs for video and computer games;
computer keyboard controllers, computer keyboards, computer
mice, decorative magnets, eyewear, namely, sunglasgagasses

and ophthalmic frames and cases therefor; headphones, headsets for
use with computers, mouse pads, protective covers, cases, and
sleeves for cell phones, laptops, tablet computers, and portable
media players, protective eyewear, straps foutaliphones.

Class 18:Backpacks, backpacks with rolling wheels;mirpose
carrying bags, bags for use in road travel, bags with rolling wheels,
courier bags, duffle bags, handbags, luggage tags included in this
class, luggage label holders included in this class, messergger ba
school bags, canvas shopping bags, tote bags, travel bags, wallets

Class 25: Clothing, namely, baseball caps, bathrobes, beanies, caps,
masquerade costumes, costumes for use in children’ s dress up play,
footwear, hats, headwear, jackets, loungewedttens, pajamas,
pants, shirts, shoes, shorts, sleep pants, socks, sweaters, sweatshirts,
swimwear, {shirts, underwear, wristbands

Class 41:Entertainment services in the nature of organizing and
conducting organized multiplayer vidgame ompetitions
rendered live at indoor and outdoor venues and through the media
of radio, television, and the Internet; providing a website featuring
entertainment news and information in the field of electronic sports
and video games; providing temporary ueé online non
downloadable video game software for consumer use to upload,
share, preview and/or publish video game content, music and related
files; entertainment services, namely, organizing exhibits composed
of interactive displays, participatory agties and contests centered
around video gaming; entertainment services, namely, live

7



performances by video game players; entertainment services,
namely, providing online nedownloadable videos featuring games
being played by others; organizing electronic sports and video
gaming leagues; production of television and global computer
communications programs and network broadcast programs
featuring news highlights, electronic sports and video game
contests, games, tournaments, exhibitions, competitionsvantse
providing a wekbased system and -dine portal for gamers to
participate in odine gaming, operation and coordination of game
tournaments, leagues and tours for computer game playing
purposes; providing online news, information and commentary in
the fields of electronic sports, video gaming, video games, and video
game playerg§‘eSports Play Services”)
(herein the “eSports Play Mark”)
16.  Application Serial No. 87/640,170 issued as U.S. Registration No. 6,679,774 on
March 22, 2022 (th&Petitioned Registration”).
17. ThePetitionedRegistration has not been on the Principal Register for over five
years, and therefores not incontestable.
18. eSports Play’s Petitioned Registration is not limited to any specific channel of
trade.
19. The PetitionedRegistration listglates of first use in commeraad anywherat
least as early as: December 25, 2018 (for all Class 9 goods listed in the Petiegrstchfon),
March 27, 2020 (for all Class 18 goods listed in the Petitioned Registration), February 8, 2020
(for all Class 25 goods listed in the Petitioned Registration) and December 6, 2017Cfassull
41 services listed in the Petitioned Registration).
20. Upon information and belief, the eSports Play Mark is used as the logo for the
first-person shooter professional eSports team “Florida Mayhem.
21.  Upon information and belief, Florida Mayhem represents the State of Florida in

the Overwatch LeaguéOverwatch”) aleague of teams that plégambasedirst-person

shooter games.



22.  Upon information and belieQverwatch players choose avatars, at least some of
which are characters within violercentered stories with names such as “New Blood” and
“Code of Violence.”

23.  Upon information and belief, Overwatch players are awarded badges of honor
and/or trophies based on the number and/or type of kills they achieve within the games.

24.  Upon information and belief, Moffitt, eSpoifday and Florida Mayhem are all
principally based in the State of Florida.

25.  Moffitt used each of the MOFFITT Marks before eSports Play’s claimed dates o
first use. Therefore, Moffitt has priority of use.

26. In fact, each oMoffitt’s registrations shown in Paragraph 17 above issued before
eSports Play’s earliest claimed first use day of December 6, 2017.

27. eSports Play had either actual or constructive notice of Moffitt's superior right in
and to theMOFFITT Marks as reflected in U.S. Registration Nos. 2,487,525, 3,671,302, and
4,304,518.

28. Each of the MOFFITT Marks is distinctive and famous and was so prior to
December 62017, Registrant’s claimed first use.

29.  Moffitt’s use and/or constructive use rights in and foMOFFIT Marksand
including its Moffitt M Design Mark, are prior to any rightsefports Play Any use that
eSports Play, or its licenseéss made or mayake of theeSports Play Marks without
Moffitt's consent,permissionor sponsorship.

COUNT 1
LIKELIHOOD OF CONFUSION

30. Moffitt re-alleges and incorporates by reference Paragraphs 1 through 29.



31. TheeSports PlaMark is substantiallysimilar in sight soundand connotatioto
the Moffitt M Design Mark

32. The eSports Play Mark and the Moffitt M Design Mark substantiallysimilar
in sight because both are comprisedhefletter “M” withina circlethat is open at the bottom

andwherein the “M” connects to the circle at the legs of the “M”.

Moffitt's Mark eSports Play’s Mark

33.  The addition othepalm tree shape positioned in the top-right corner of eSports
PlayMark is insufficient to distinguisthat markfrom Moffitt's Mark because the palm tree
connotes the State of Florida where both parties are based

34. eSports Playffers identical or substantially similar goods and services to those
associated with the MOFFITT Marks described herein andtbm Moffitt’s expandingscope
of natural progression of trade.

35. As one example, both the Moffitt M Design Mark and the eSports Play Mark are
associated with apparel gogdscluding headwear and shirts.

36. The channels of trade for the apparel goagiociated with the Moffitt M Design
Mark are the same or similar to the channels of trade for the Class 25 goodsessaothahe
eSports Play Mark.

37. There is a likelihood of confusion between Meffitt M Design Mark and the

eSports Play Markased orthe overlap in associated goods, overlap of trade channels, and

10



similarity of the marks.

38.  There is also a likelihood of confusion between each of the MOFFITT Marks and
the eSports Play Mattkased on the similarities of the marks and the services assoeitted
each of parties’ respective marks.

39. Over the last 15 years, Moffitt has partnered with various professional sports
teams, including the Tampa Bay Lightning, the Tampa Bay Buccaneers, and the Tampa Bay
Rays, to raise funds for the fight against cancer through the sale of t-shirts arapptret
bearing the Moffitt M Design Mark. As a professional esports team from thedbfl@rida,
consumers are likely to believe that eSports Play and/or Florida Mayhem is affilidite
connected with, or sponsored by Moffitt due to the similarities in the parties’ hgadds and
services and their geographic proximity.

40. Inview of: (1) the similarities between, on the one haagdh or all of the
MOFFITT Marks and, on the other ham§ports Plag Mark, (2) the relationship between
Moffitt's goodsand servicegincluding those identified iMoffitt's Federal Registrations) and
the goodsand serviceglentified in the Petitione®egistration, (3) the channels of trade and
purchasers of the parties’ respeetgoodsand servicesand (4) the geographic proximity of the
parties it is likely that members of the public will mistakenly believe or be confused oweécei
into believing thaeSports Plag goodsand servicesriginate with, or are in some manner
associated or connected with, or sponsoreMbffitt, all to the harm oMoffitt’'s goodwill and
reputation.

41. In light of Moffitt’s high quality goods and treatment services offered uealeh
or all oftheMOFFITT Marks,eSports Plag continued right tause theeSports Play Mark on its

goods and services will continue to cause damage and injgftdt . For example, any

11



objection or complaint regardireSports Plag goodsand servicesvill reflect upon and injure
Moffitt's excellent reputation, which has been built and established for many years.

42.  As suchMoffitt is damaged by the continued registration ofe8ports Play
Mark because said mark so resembles each or Rt@fonersMOFFITT Marks as to be likely
to cause confusion, or mistake, odiceive as to the source of eSports Blggods, or as to an
affiliation betweerMoffitt andeSports Playn violation of Section 2(d) of the Lanham Act, 15
U.S.C. § 1052(d).

COUNT I
DILUTION BY TARNISHMENT

43.  Petitioner realleges and incorporates by reference Paragraphs 1 through 42.

44.  The eSports PlayeBvices associated with the eSports Play Mark endorse violence
and killing.

45.  Moffitt's efforts for almost forty years have been to save lives, and Maffittoi
way endorses or approves of violence, killingfiat-person shooter games.

46. The association that would arise from the similarity betwbereSports Play
Mark andeach or all of théamousMOFFITT Markswill harm the reputation of Petitioner and
Petitione’s Registrationand common law trademark rights, thereby resulting in dilution by

tarnishment, in violation of Section 43(c) oéthanham Act, 15 U.S.C. 8§ 1125(c).

WHEREFORE, Petitioner believes that it is being harmed by the registration of

Registrant’s Mark and respectfully requests that this petitiGubiinedand that U.S. Reg. No.

6,679,774 be cancelled.

12



Date February 1, 2023
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Respectfully submitted,
MEUNIER CARLIN & CURFMAN LLC

Attorneys for Petitioner

Lisa C. Pavento

Lisa C. Pavento

Meunier Carlin & Curfman, LLC
999 Peachtree St. NE, Suite 1300
Atlanta, Georgia 30309

Phone: (404) 645-7700

Fax: (404)-645-7707
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Enited States of Jnyp,.

WAnited States Patent and Trabemark Office I[Q

Reg. No. 2,487,525
Registered Sep. 11, 2001
Corrected Jun. 14, 2022
Int. Cl.: 16, 41, 42
Service Mark

Trademark

Principal Register

Kodrwvine Kally-Vida

Director of the United States
Patent and Trademark Office

H LEE MOFFITT CANCER CENTER & RESEARCH INSTITUTE INC.
(FLORIDA NOT FOR PROFIT CORPORATION ), AKA Moffitt Cancer Center

MRC-TTO
12902 Magnolia Drive
Tampa, FLORIDA 336129497

CLASS 16: Printed material, namely newsletters and educational brochures relating to
cancer protection, prevention, detection and treatment

FIRST USE 12-31-1986; IN COMMERCE 12-31-1986

CLASS 41: Educational services, namely, conducting classes, seminars and workshops
in the field of cancer protection, prevention, detection and treatment

FIRST USE 12-31-1987; IN COMMERCE 12-31-1987

CLASS 42: Medical services; medical counseling, medical testing; medical research;
telephone hot line counseling , namely offering advice regarding cancer prevention,
detection, treatment, research and community resources

FIRST USE 12-31-1986; IN COMMERCE 12-31-1986

SER. NO. 76-143,534, FILED 10-10-2000




REQUIREMENTS TO MAINTAIN YOUR FEDERAL TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE
DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten Years*
What and When to File:

» First Filing Deadline: You must file a Declaration of Use (or Excusable Nonuse) between the 5th and 6th
years after the registration date. See 15 U.S.C. §81058, 1141k. If the declaration is accepted, the
registration will continue in force for the remainder of the ten-year period, calculated from the registration
date, unless cancelled by an order of the Commissioner for Trademarks or a federal court.

» Second Filing Deadline You must file a Declaration of Use (or Excusable Nonuse) and an Application
for Renewal between the 9th and 10th years after the registration date.* See 15 U.S.C. §1059.

Requirements in Successive Ten-Year Periods*
What and When to File:

* You must file a Declaration of Use (or Excusable Nonuse) and an Application for Renewal
between every 9th and 10th-year period, calculated from the registration date.*

Grace Period Filings*

The above documents will be accepted as timely if filed within six months after the deadlines listed above with the
payment of an additional fee.

*ATTENTION MADRID PROTOCOL REGISTRANTS: The holder of an international registration with an
extension of protection to the United States under the Madrid Protocol must timely file the Declarations of Use (or
Excusable Nonuse) referenced above directly with the United States Patent and Trademark Office (USPTO). The
time periods for filing are based on the U.S. registration date (not the international registration date). The
deadlines and grace periods for the Declarations of Use (or Excusable Nonuse) are identical to those for nationally
issued registrations. See 15 U.S.C. 881058, 1141k. However, owners of international registrations do not file
renewal applications at the USPTO. Instead, the holder must file a renewal of the underlying international
registration at the International Bureau of the World Intellectual Property Organization, under Article 7 of the
Madrid Protocol, before the expiration of each ten-year term of protection, calculated from the date of the
international registration. See 15 U.S.C. §1141j. For more information and renewal forms for the international
registration, see http://www.wipo.int/madrid/en/.

NOTE: Fees and requirements for maintaining registrations are subject to change. Please check the
USPTO website for further information. With the exception of renewal applications for registered
extensions of protection, you can file the registration maintenance documents referenced above online at
http://www.uspto.gov.

NOTE: A courtesy e-mail reminder of USPTO maintenance filing deadlines will be sent to trademark

owners/holders who authorize e-mail communication and maintain a current e-mail address with the

USPTO. To ensure that e-mail is authorized and your address is current, please use the Trademark
Electronic Application System (TEAS) Correspondence Address and Change of Owner Address Forms
available athttp://www.uspto.gov.
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US Serial, Registration, or Reference No. v | 2487525

STATUS DOCUMENTS MAINTENANCE ¥ Download = s Print Preview

Generated on: This page was generated by TSDR on 2023-01-30 150719 EST

Mark: M

US Serial Number: 76143534 Application Filing Date:
S Registration Number: 2437525 Registration Date:
Register: Principal
Mark Type: Trademark, Senvice Mark

TM5 Common Status LIVE/REGISTREATIOMN/Issued and Aclive

Descriptor: : : ; it
The trademark application has been registered with the Office

Status:
Status Date:
Publication Date: Jun 19 2001

* Mark Information a Collapse A
Mark Literal Elements: M
Standard Character Claim: No
Mark Drawing Type: 3 - AN [LLUSTRATICN DRAWING WHICH INCLUDES WORD(S)Y LETTER(SVNUMBERI(S)

Design Search Code{s): 26.01.02 - Plain single line circles; Circles, plain single line

26.01.03 - Incomplete circles (more than semi-circles); Circles, incomplete (more than semi-circles)

* Goods and Services
MNote:

The following symbols indicate that the registrant/owner has amended the goodsiservices
« Brackets [ ] indicate deleted goodsizeny

« Double parenthesis ({..)) identify any goods claimed in a Seclion 15 affidavit of incontestability; and

» Astenisks *..* idenfify additional (new) wording in the goods/services
For: Printed material, namely newsletiers and educational brochures refaling to cancer proteciion, prevention, detection and treatment
Intemational Class{es): 016 - Pnmarny Class U.§ Class{es): 002, 005, 022, 023, 029, 037, 0338, 050
Class Status: ACTIVE
Basis:
First Use: Dec. 31 Use in Commerce: Dec 31, 1086
For: Educational services, namely, conducting classes, seminars and workshops in the field of cancer protection, prevention, detection and
treatment
Intermnational Class{es): 041 - Pnmary Class LI.S Class{es): 100, 101, 107
Class Status: ACTIVE
Basis:

1007

First Use: Dec. 31, 1987 Use in Commerce: Dec 31, 1987
For: Medical services, medical counseling, medical testing. medical research; telephone hot line counseling , namely offering advice
regarding cancer prevention, detection, treatment, research and community resources
International Class{es): 042 - Pnmary Class LI.S Class{es): 100, 101
Class Status: ACTIVE
Basis: 1{a)
First Use: Dec. 31, 1986 Use in Commerce:
~ Basis Information (Case Level)
Filed Use: Yes Currently Use: Y
Filed ITU: No Currently ITU: No
Filed 44D: No Currently 44E: Mo
Filed 44E: No Currently 66A: No
Filed 66A: No Currently No Basis: No
Filed No Basis: No
» Current Owner(s) Information
Owner Name: HLEE MOFFITT CANCER CENTER & RESEARCH INSTITUTE INC
DBA, AKA, Formerly: AKA Moffitt Cancer Center

Cwner Address: MEC-TTO
12902 Magnolia Drive

Tampa, FLORIDA UNITED STATES 336129497
Legal Entity Type: NOT FOR PROFIT CORPORATION State or Country Where FLORIDA
Organized:
 Attorney/Correspondence Information
Attorney of Record
Attorney Name: Corey K. Cho Docket Number: MOFTMGAT

Attorney Primary Email clkci@slepatents.com Attomey Email Authorized: Ye:
Address:

Correspondent

Correspondent Corey K. Cho
Mame/Address: Salwanchik, Lloyd & Eisenschenk, PA.
3107 SW Williston Rd
Gainesville, FLORIDA UNITED STATES 32608

Phone: 3523758100 Fax:

Correspondent e-mail: ckc@slepatents.com Correspondent e-mail Yes
Authorized:

Domestic Representative - Not Found

» Prosecution History

Date Description Proceeding Number
lWay 07. 2 CORRECTION UNDER SECTION 7 - PROCESSED 5913

Apr. 13, TEAS SECTION ¥ REQUEST RECEIVED

Mar. 10, 2021 MOTICE OF ACCEPTANCE OF SEC. 8 & 9-E-
MAILED

Mar. 10 : REGISTERED AND RENEWED (FIRST RENEWAL -

10 YRS)

Mar. 10, 2021 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9
GRANTED

Jan 2 TEAS RESPONSE TO OFFICE ACTION-POST REG
RECEIVED

MNov. 25 0 POST REGISTRATION ACTION MAILED - SEC. 8 &8 59136

Mov. 25, 2020 CASE ASSIGNED TO POST REGISTRATION

PARALEGAL
TEAS SECTION 8 & 9 RECEIVED

11, 2020 COURTESY REMINDER - SEC. 8 (10-YRYSEC. 9 E-
MAILED

19, 2016 TEAS CHANGE OF CORRESPONDENCE RECEIVED
3, 2011 REGISTERED AND EENEWED (FIRST RENEWAL -

YL .I
L]

10 YRS

0, 2011 ' EGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9
GRANTED

o7, 2011 TEAS SECTION 8 & 9 RECEIVED

19, 2008 ATTORNEY/DOM.REP.REVOKED AND/OR
APPOINTED

TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM
REFP RECEIVED

NOTICE OF DESIGN SEARCH CODE MAILED

CASE FILE IN TICRS

REVIEW OF CORRESPONDENCE COMPLETE
2007 PAPER RECEIVED

e
2007

3 2007
Jec. 14, 2006 INITIAL REVIEW ACTION MAILED - SECT 8 AND 15
et 27, 2006 EGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED
yet. 27, 2006 FAPER RECEIVED

11, 2001 REGISTERED-PRINCIFAL REGISTER
Jun. 19, 2001 PUBELISHED FOR OPPOSITION
Jun. 06, 2001 NOTICE OF PUELICATION
Mar. 19, 2001 APPROVED FOR PUE - PRINCIPAL REGISTER
Mar. 15, 2001 ASSIGNED TO EXAMINER
» TM Staff and Location Information
TM Staff Information - None
File Location
Current Location: POST REGISTRATION Date in Location: May 07 2022

» Assignment Abstract Of Title Information - Click to Load
* Proceedings - Click to Load
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Int. Cls.: 16, 41, 42 and 44

Prior U.S. Cls.: 2, 5, 22, 23, 29, 37, 38, 50, 100, 101 and

107

United States Patent and Trademark Office

Reg. No. 3,671,302
Registered Aug. 25, 2009

TRADEMARK
SERVICE MARK
PRINCIPAL REGISTER

MOFFITT

CANCER CENTER

H. LEE MOFFITT CANCER CENTER AND RE-
SEARCH INSTITUTE, INC. (FLORIDA COR-
PORATION)

12902 MAGNOLIA DRIVE

TAMPA, FL 336129497

FOR: PUBLICATIONS, NAMELY, PRINTED IN-
STRUCTIONAL AND TEACHING MATERIALS,
BROCHURES, PAMPHLETS, BULLETINS, NEWS-
LETTERS AND MAGAZINES, ALL IN THE FIELD
OF HEALTH CARE, CANCER PROTECTION, PRE-
VENTION, DETECTION AND TREATMENT, MED-
ICAL DIAGNOSTICS AND PROGNOSTICS AND
THE EVALUATION AND TESTING OF DRUG
AND TREATMENT EFFECTIVENESS RELATING
TO CANCER AND OTHER DISEASES, IN CLASS 16
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50).

FIRST USE 11-30-2007; IN COMMERCE 11-30-2007.

FOR: MEDICAL EDUCATIONAL SERVICES,
NAMELY, CONDUCTING LECTURES, SEMINARS
AND WORKSHOPS TO HEALTH CARE PRACTI-
TIONERS, PATIENTS AND PATIENT CAREGIVERS
IN THE FIELD OF HEALTH CARE, CANCER CARE
AND PREVENTION OF CANCER, AND MEDICAL
DIAGNOSTICS, PROGNOSTICS AND THE EVA-
LUATION OF DRUG AND TREATMENT EFFEC-
TIVENESS RELATING TO CANCER AND OTHER
DISEASES, IN CLASS 41 (U.S. CLS. 100, 101 AND 107).

FIRST USE 11-30-2007; IN COMMERCE 11-30-2007.

FOR: PROVIDING AN ONLINE DATABASE AND
DEPOSITORY FOR THE COLLECTION OF CLIN-
ICAL AND MOLECULAR DATA DERIVED FROM
APATIENT THAT IS ACCESSIBLE BY PHYSICIANS,
PATIENTS AND RESEARCHERS, NAMELY, AN
ONLINE DATABASE IN THE FIELD OF HUMAN
CLINICAL AND MOLECULAR DATA ACCUMU-

LATION AND ANALYSIS FOR AIDING MEDICAL
DIAGNOSTICS, PROGNOSTICS AND THE EVA-
LUATION AND TESTING OF DRUG AND TREAT-
MENT EFFECTIVENESS RELATING TO CANCER
AND OTHER DISEASES FOR RESEARCH PURPO-
SES; MEDICAL AND CLINICAL RESEARCH RE-
SOURCES IN THE FIELD OF CANCER AND
OTHER DISEASES, NAMELY, PROVIDING DATA
REGARDING TUMOR-SPECIFIC MOLECULAR
SIGNATURES AND THE EFFECTIVENESS OF A
DRUG AND/OR DIAGNOSTIC TEST FOR RE-
SEARCH PURPOSES; MEDICAL AND CLINICAL
RESEARCH RESOURCES IN THE FIELD OF CAN-
CER AND OTHER DISEASES, NAMELY, PROVID-
ING EVIDENCE-BASED TREATMENT
PROTOCOLS BY EFFECTIVELY COMPARING
STANDARD TREATMENT THERAPIES WITH
CLINICAL OUTCOMES FOR RESEARCH PURPO-
SES; MEDICAL RESEARCH SERVICES CONSIST-
ING OF COLLECTION AND ANALYSIS OF DATA
IN THE FIELD OF HUMAN CLINICAL AND MO-
LECULAR DATA FOR AIDING MEDICAL DIAG-
NOSTICS, PROGNOSTICS AND THE EVALUATION
AND TESTING OF DRUG AND TREATMENT EF-
FECTIVENESS RELATING TO CANCER AND
OTHER DISEASES, NAMELY, MATCHING PARTI-
CULAR PATIENTS TO A PARTICULAR DRUG,
TREATMENT, THERAPY OR CLINICAL TRIAL
BY THE SPECIFIC MOLECULAR SIGNATURE OF
THE PATIENT; COLLECTION AND ANALYSIS OF
DATA SERVICES IN THE FIELD OF HUMAN
CLINICAL AND MOLECULAR DATA ACCUMU-
LATION AND ANALYSIS FOR RESEARCH ASSIS-
TANCE FOR MEDICAL DIAGNOSTICS,
PROGNOSTICS AND THE EVALUATION AND
TESTING OF DRUG AND TREATMENT EFFEC-
TIVENESS RELATING TO CANCER AND OTHER
DISEASES, NAMELY, PROVIDING OBJECTIVE
DATA IN USABLE FORM ON THE EFFECTIVE-



NESS OF A DRUG OR DIAGNOSTIC TEST, IN
CLASS 42 (U.S. CLS. 100 AND 101).

FIRST USE 12-31-2007; IN COMMERCE 12-31-2007.

FOR: PROVIDING HEALTH CARE, MEDICAL
INFORMATION AND COUNSELING IN THE FIELD
OF CANCER; PROVIDING MEDICAL SCREENING
AND DIAGNOSTIC SERVICES WITH USE OF PA-
TIENT SCANNING EQUIPMENT; PROVIDING AN
ONLINE COMPUTER DATABASE FEATURING
MEDICAL INFORMATION IN THE FIELD OF HU-
MAN CLINICAL AND MOLECULAR DATA ACCU-
MULATION AND ANALYSIS FOR AIDING
MEDICAL DIAGNOSTICS, PROGNOSTICS AND
THE EVALUATION AND TESTING OF DRUG
AND TREATMENT EFFECTIVENESS; MEDICAL
SERVICES, NAMELY, CANCER CARE AND PRE-
VENTION OF CANCER, AND MEDICAL DIAGNOS-
TICS, PROGNOSTICS AND EVALUATION OF
DRUG AND TREATMENT EFFECTIVENESS RE-

LATING TO CANCER AND OTHER DISEASES;
MEDICAL COUNSELING; TELEPHONE HOT LINE
COUNSELING, NAMELY, OFFERING ADVICE RE-
GARDING CANCER PREVENTION, DETECTION,
TREATMENT AND CLINICAL TESTING IN THE
FIELD OF CANCER AND OTHER DISEASES, IN
CLASS 44 (U.S. CLS. 100 AND 101).

FIRST USE 11-30-2007; IN COMMERCE 11-30-2007.

OWNER OF U.S. REG. NOS. 2,487,525 AND
3,047,454,

NO CLAIM IS MADE TO THE EXCLUSIVE
RIGHT TO USE "CANCER CENTER", APART
FROM THE MARK AS SHOWN.

SER. NO. 76-687,026, FILED 2-22-2008.

SANDRA MANIOS, EXAMINING ATTORNEY
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